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REQUEST FOR RECONSIDERATION OF DECISION ON APPLICATION FOR PATENT 



In this application, a reply under 35 U.S.C. § 132 was filed on March 14, 2005. The 
U.S. Patent and Trademark Office was required to mail an Official Action by July 14, 2005 (4 
months later). However, the U.S. Patent and Trademark Office did not properly mail an 
Official Action until March 7, 2006. The difference between the deadline for mailing the 
Official Action, /.e., July 14. 2005, and the date when the U.S. Patent and Trademark Office 
mailed the Official Action, i.e., March 7, 2006, is 236 days. Therefore, the term of any patent 
resulting from the above-identified U.S. Patent Application should be extended by 236 days, 
and such is requested. That argument was presented in an Application for Patent Term 
Adjustment. 

The Office's Decision on the Application for Patent Term Adjustment indicates 0 days 
of patent term adjustment. That decision is based solely on the belief that the Office action 
of April 21 , 2004 was correctly mailed by the Office and was subsequently returned because 
of a U.S. Postal Service error. That is not the case. 

As evidenced by the attached copy of the front of the mailed envelope containing the 
Office action, it appears that the Office Action was not put in the envelope so that the 
address was visible. That evidences the fact that, contrary to the understanding expressed 
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in the Decision, that the Office incorrectly mailed the OfTice action thereby leading to the 
return on the Office action. 

Because the error was on the part of the Office, the patent term adjustment should 
be calculated based on the Office action being properly mailed for the first time on March 7, 
2006. not April 21, 2004. 

Should any questions arise in connection with this application, it is requested that the 
undersigned counsel for Applicants be contacted at the number indicated below. 

Respectfully submitted, 
BUCHANAN INGERSOLL PC 

Date: January 30. 2007 By: 
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Registration No. 53,297 
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Please find below and/or attached an OfTice communication concerning this application or proceeding. 
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Office Action Summary 



Application No. 

10/658.392 



Examiner 
Kiet T. Nguyen 



Appl]cant(s) 

HIRANO ET AL. 



Art Unit 
26B1 



" Tho MAIUNQ DA TE of this communication appoars on tho cover shoot with tho eorrospond nee addross - 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH{S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of dme may ba available under the provisioits of 37 CFR 1 .1 36{a). tn no event, however, may a repty be timely filed 
after SIX (6) fAONTHS from the maging date of this communication. 

- If the period for reply specified above Is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days wiil b« considered timely. 

- If NO period for repty is spedfied above, the maximum statutory period will apply and wQI expire SIX (6) MONTHS from the mailing date of this communication. 

- Faihire to repty within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U^.C. § 1 33). 
Any re ply recehred by the Office later than three months after the mainng dote of thb communication, even if tbnely filed, may reduce any 
eamed potent temn adjustment See 37 CFR 1704(b). 

Status 

1)0 Responsive to oofnmunlcation(s) filed on . 

2a)n This action is FINAL. 2b)l3 This action is non-final. 

3)0 Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 
dosecJ in ac(X)rdance with the practice under Ex parte Quayle, 1935 CD. 1 1. 453 O.G. 213. 



is/are withdrawn from consideration. 



Disposition of Claims 

4)13 Claim(s) lig is/are pending in the application 

4a) Of the above claim(s) 

Claim(s) is/are allowed. 

6)13 Claim(s) 1:9 is/are rejected. 
?)□ Claim(s) is/are objected to. 

8) 0 Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10)D The drawing(s) filed on is/are: 3)0 accepted or b)n objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 

Replacement drawing sheet(s) Including the correction is required if the drawing(s) is ol)jected to. See 37 CFR 1 .121(d). 
1 1 )□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or fomn PTO-1 52. 

Pri rity under 35 U.S.C. § 119 

12)13 Acltnowledgment is made of a daim for for^gn priority under 35 U.S.C. § 1 19(a)-(d) or (f), 
a)l3 All b)n Some * 0)0 None of: 

1.13 Certified copies of the priority documents have been received. 
2.n Certified copies of the priority documents have been received in Application No. . 



3.D Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 



Attachroent(s) 

1) □ Notice of R^erences Cited (PTC«92) 4)0 Interview Summary (PTO-4 13) 

2) □ Notice of Oraflsperson's Patent Drawing Review (PTO-948) Paper No(syMafl Date. . 

3) O Information Disclosure SUtement(s) (PT01449 or PTO/SB/06) 5) Q Notice of Informal Patent Applicalion (PT0>1 52) 

Paper No(s)/Ma1 Date . 6) Q Other . 



U.& Paiert and linatenaik once 
PTOL-326 (Rev. 1-04) 
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Rejection Under 35 U.S.C. 112, Second Paragraph 

Claims 1-9 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly daim the subject matter >A/hich 
applicant regards as the invention. 

Claims 1<9 provide for the use of a method, but, since the claim does not set 
forth any steps involved in the method/process, it is unclear what method/process 
applicant is intending to encompass. A claim is indefinite where it merely recites a use 
without any active, positive steps delimiting how this use is actually practiced. 

Claims 1-9 are rejected under 35 U.S.C. 101 because the claimed recitation of a 
use, without setting forth any steps involved in the process, results in an improper 
definition of a process, i.e., results in a claim which is not a proper process daim under 
35 U.S.C. 1 01 . See for example Ex parte Dunkh 1 53 USPQ 678 (Bd.App. 1 967) and 
Clinical Products, Ltd. v. Brenner, 255 F. Supp. 131 , 149 USPQ 475 (D.D.C. 1966). 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Kiet T. Nguyen whose telephone number is 571-272- 
2479. The examiner can normally be reached on Monday-Friday from 8.00 AM to 6.00 
PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, John R Lee, can be reached on Monday-Friday. The fax phone nunrtber for 
the organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status infomnation for 
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published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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